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DETAILED ACTION 

Response to amendment: 

1 . In the amendment filed 10/08/2009, the following has occurred: Claims 1 ,4,5,7- 
15, and 20-23 have been amended. Claims 25-29 have been added. Claims 1-29 
are pending and are presented for examination. 



Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 26 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 

for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. Claim 26 depends back to its self. 



Claim Rejections - 35 USC §101 
3. 35 U.S.C. §101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
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thereof, may obtain a patent therefor, subject to the conditions and requirements 
of this title. 



4. Claims 1 -1 1 are rejected under 35 U.S.C. §1 01 because the claimed 

invention is directed to non-statutory subject matter. 



5. Based on Supreme Court precedent (Diamond v. Diehr, 450 U.S. 175, 184 
(1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 

Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 
(1876)) and recent Federal Circuit decisions, §101 process must (1) be tied to 
another statutory class (such as a particular machine) or (2) transform underlying 
subject matter (such as an article or materials) to a different state or thing (the 
Supreme Court recognized that this test is not necessarily fixed or permanent 
and may evolve with technological advances. Gottschalk v. Benson, 409 U.S. 63, 
71 (1972)). 

6. If neither of these requirements is met by the claim(s), the method is not a 
patent eligible process under 35 U.S.C. §1 01 . 



7, 



In this particular case, regarding the first test, in performing the steps of 
the claimed subject matter, there is no requirement that a machine be used, thus 
the claims are not considered sufficiently tied to another statutory class. 
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Regarding the second test, since the ciaimed subject matter may be performed 
using only human intelligence, the steps do not sufficiently transform the 
underlying subject matter to be statutory. Thus, to qualify as a 101 statutory 
method, the claim should positively recite the other statutory class (the thing or 
product) to which it is tied and sufficiently transform the underlying subject 
matter. Appropriate correction is required 



Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

9. Claims 1-5, 9-16,18-29 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Prasad (EP 1058217). 

10. Regarding claims 1 and 12 Prasad discloses ( see figs 1 and 3); a method for 
effecting the performance of a payment card transaction for a first transaction 
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amount between a first merchant and a first cardholder, the method comprising 
the steps of: 

a) in response to initiation of the payment card transaction between the first 
merchant and the first cardholder, (sibling card 22)_creating a first payment card 
transaction record between the first merchant and a second cardholder (sibling 
card 24) for the first transaction amount in a first currency, [0069] 

b) in response to the initiation of the payment card transaction between the first 
merchant (ATM 26) and the first cardholder,(Sibling 22)_creating a second 
payment card transaction record between a second merchant and the first 
cardholder, wherein the second transaction record identifies a second transaction 
amount in a second currency which equates to the first transaction amount 
converted into the second currency, and [0053] 

c) submitting the first transaction record and the second transaction record for 
processing as respective first and second.payment card transactions, whereby 
processing said first record credits said first merchant (ATM 26) and processing 
said second record debits said first cardholder. [0053] 



1 1 . Regarding claims 2 and 13, Prasad discloses (Original) A method for effecting 
the performance of a payment card transaction according to claim 1 , wherein the 
step of submitting the first transaction record and the second transaction record 
for processing comprises the step of submitting the first transaction record for 
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processing as an unconverted payment transaction. [0036] 

12. Regarding claims 3 and 14, Prasad discloses (Previously Presented) A method 
for effecting the performance of a payment card transaction according to claim 1 , 
wherein the step of submitting the first transaction record and the second 
transaction record for processing comprises the step of submitting the second 
transaction record for processing as a converted payment transaction. [0036] 

13. Regarding claims 4 and 15, Prasad discloses (Currently Amended) A method for 
effecting the performance of a payment card transaction according to claim 1 , 
further comprising the steps of: 

creating, in response to the initiation of the payment card transaction between 
the first merchant and the first cardholder, a third payment card transaction 
record between the second cardholder and the second merchant for an amount 
in the first currency, the amount being the negative equivalent of the first 
transaction amount and 

submitting the third payment card transaction record for payment processing, 
whereby processing credits the second merchant and debits the second 
cardholder.[0046] 



14. Regarding claims 5 and 16, Prasad discloses (Currently Amended) A method for 
effecting the performance of a payment card transaction according to claim 4, 
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wherein the third payment card transaction record is submitted as an 
unconverted payment card transaction .[0036] 

1 5. Regarding claims 9, 20 and 21 , Prasad discloses (Currently Amended) A 

method according to claim 1, further comprising the step of creating a merchant 
additional revenue card transaction record between a cardholder account of the 
first merchant (ATM 26) and the second merchant (ATM 28) or an associated 
merchant thereof, the transaction record representing a refund which equates to 
additional revenue to be settled to the first merchant in response to_using 
dynamic currency conversion to engage in the payment card transaction with the 
first cardholder. [0053] 



16. Regarding claims 10, 22 and 23, Prasad discloses (Currently Amended) A 
method according to claim 1 , further comprising the step of creating a multi- 
currency banking partner member card scheme processor (MBPMCSP) card 
transaction record between the second or a related cardholder and a merchant 
associated with the MBPMCSP, wherein the MBPMCSP card transaction record 
identifies a transaction amount equating to the fees payable to the MBPMCSP for 
processing the payment card transaction as a dynamic currency 
transaction. [0052] 
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1 7. Regarding claim 1 1 , Prasad discloses (Currently Amended) A method according 
to claim 1 , further comprising the step of creating a MBPMCSP card transaction 
record between a cardholder account of the MBPMCSP and the second 
merchant or an associated merchant thereof, the MBPMCSP cardjransaction 
record representing a refund which equates to the fees payable to the 
MBPMCSP for processing the payment card transaction as a dynamic currency 
transaction. [0021] 

18. Regarding claim 18, Prasad discloses (Previously Presented) A system adapted 
to effect the performance of a payment card transaction according to claim 12, 
wherein the system comprises a payment card terminal (ATM) .[Fig 1 and 3] 

19. Regarding claim 19, Prasad discloses (Previously Presented) A system adapted 
to effect the performance of a payment card transaction according to claim 12, 
wherein the system comprises an intermediate or other host computer system 
(fulfillment center 20) adapted to receive payment transaction records from a 
payment card terminal or other device and route them for processing as either 
converted or unconverted transactions .[Fig 1 and 3] 
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20. Regarding claim 24, Prasad discloses (New (Previously Presented) A computer 
program having code embodied therein which when implemented on a computer 
effects the methods of claim 1 . .[Fig 1 and 3] 

21 . Regarding claim 25, Prasad discloses (New) A system adapted to effect the 
performance of a payment card transaction according to claim 12, wherein the 
first currency is a merchant currency specified for the first merchant and the 
second currency is a cardholder currency specified for the first cardholder.[0063] 

22. Regarding claim 26, Prasad discloses (New) A system adapted to effect the 
performance of a payment card transaction according to claim 26, the details of 
the payment card transaction further include the first transaction amount in the 
cardholder currency. [0036] 

23. Regarding claim 27, Prasad discloses (New) A method for processing a 
payment card transaction between a merchant and a cardholder using a payment 
card at a point of service (POS) device, said payment card transaction including 

a transaction amount, and said method comprising: 

receiving, at a host processor, a converted transaction record for said payment 
card transaction, said converted transaction record including said transaction 
amount in a first currency specified for said cardholder; 
in response to said receiving operation, creating a first transaction record 
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between said merchant and an intermediate cardholder account for said 
transaction amount in a second currency specified for said merchant; 
in response to said receiving operation, creating a second transaction record 
between said cardholder and an intermediate merchant account for said 
transaction amount in said first currency, said transaction amount of said second 
transaction record in said first currency being equivalent to said transaction 
amount of said first transaction record in said second currency; 
submitting said first transaction record for processing, whereby processing said 
first transaction record debits said transaction amount from said intermediate 
cardholder account and credits said transaction amount to said merchant; and 
submitting said second transaction record for processing, whereby processing 
said second transaction record debits said transaction amount from said 
cardholder account and credits said transaction amount to said intermediate 
merchant account. [0053] 



24. Regarding claim 28, Prasad discloses (New) A method as claimed in claim 27 
wherein: 

said processing said first transaction record credits said transaction amount to 
said merchant in said second currency; and 

said processing said second transaction record debits said transaction amount 
from said cardholder in said first currency. [0053] 
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25. Regarding claim 29 .Prasad discloses (New) A method as claimed in claim 27 
further comprising: 

creating a third transaction record between said intermediate cardholder account 
and said intermediate merchant account for an amount in the second currency, 
the amount being the negative equivalent of said transaction amount; and 
submitting the third payment card transaction record for payment processing, 
whereby processing credits said transaction amount to said intermediate 
merchant account and debits said transaction amount from said intermediate 
cardholder account. [0053] 



Claim Rejections - 35 USC § 103 

26. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 
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27. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

28. Claims 6-8 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Prasad (EP 1058217) as applied to claim 1 above, and further in view of 
Nemzow (US Patent 6721715). 

29. As regards claims 6 and 17 , Prasad does not disclose (Previously Presented) A 
method for effecting the performance of a payment card transaction according to 
claim 4, further comprising the initial step of determining whether a transaction is 
a dynamic currency convertible transaction prior to performing the steps of 
creating the one or more transaction records. 

Nemzow discloses A method for effecting the performance of a payment card 
transaction according to claim 4, further comprising the initial step of determining 
whether a transaction is a dynamic currency convertible transaction prior to 
performing the steps of creating the one or more transaction records. [col 4; lines 
5-23] 
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It would have been obvious for a person of ordinary skill in the art at the time of 
the invention was made to use Nemzow in the device of Prasad The motivation 
would have been to avoid manipulation of the exchange rate when transacting in 
foreign currency. 



30. As regards claim 7 , Prasad does not disclose (Currently Amended) A method 
for effecting the performance of a payment card transaction according to claim 4, 
further comprising the step of posting the first and/or second and/or third 
payment card transaction records to 

[[the]] a host computer system associated with an acquiring and/or multi-currency 
bank. 

Nemzow discloses A method for effecting the performance of a payment card 
transaction according to claim 4, further comprising the step of posting the first 
and/or second and/or third payment card transaction records to 
[[the]] a host computer system associated with an acquiring and/or multi-currency 
bank, [col 1; lines 11-15] 

It would have been obvious for a person of ordinary skill in the art at the time of 
the invention was made to use Nemzow in the device of Prasad The motivation 
would have been to avoid manipulation of the exchange rate when transacting in 
foreign currency. 
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31 . As regards claims 8 , Prasad does not disclose (Currently Amended) A method 
according to claim [[4]] 1 , further comprising the step of creating a merchant 
additional revenue card transaction record between the second or a related 
cardholder and the first merchant, wherein the merchant additional revenue card 
transaction record identifies a transaction amount which equates to additional 
revenue to be settled to the first merchant in response to using dynamic currency 
conversion to engage in the payment card transaction with the first cardholder. 
Nemzow discloses A method according to claim [[4]] 1 , further comprising the 
step of creating a merchant additional revenue card transaction record between 
the second or a related cardholder and the first merchant, wherein the merchant 
additional revenue card transaction record identifies a transaction amount which 
equates to additional revenue to be settled to the first merchant in response to 
using dynamic currency conversion to engage in the payment card transaction 
with the first cardholder, [col 8; lines 11-15] 

It would have been obvious for a person of ordinary skill in the art at the time of 
the invention was made to use Nemzow in the device of Prasad The motivation 
would have been to avoid manipulation of the exchange rate when transacting in 
foreign currency. 
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Response to Arguments 

32. Applicant's arguments with respect to claimsl -29 have been considered but are 
moot in view of the new ground(s) of rejection. 



Conclusion 

33. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 
37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed 
within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHN A. ANDERSON whose telephone number 
is (571)270-3327. The examiner can normally be reached on Monday through 
Friday 8:00 to 5:00 Pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone 
number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



/John A Anderson/ John A Anderson 

Examiner, Art Unit 3694 Examiner 

Art Unit 3694 



/J. A. A./ 

Examiner, Art Unit 3694 
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